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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- tf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

!)□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) H3 Claim(s) 1-34 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-17,19.21.23.25.27.29,31 and 33 is/are rejected. 

7) E] Claim(s) 18.20.22.24.26.28.30.32 and 34 is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) [X] The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 25 September 2003 is/are: a)M accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)tSI All b)D Some * c)D None of: 

1 . E3 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 
Paper No(s)/Mail Date 20030925 . 6) □ Other: . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1 -04) Office Action Summary Part of Paper No./Mail Date 20040531 
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DETAILED ACTION 
Specification 

1 . The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: of claims 7 and 8 the mention of "serves as said dispersion suppressing 
structure" for the particular structure of the dielectric block lacks proper antecedent basis in the 
specification. Correction is required. 

2. The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

Claim Objections 

3. Claim 3 is objected to for the following: "the collimated light beam" of line 13 lacks 
antecedent basis. Correction is required. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1, 3, and 11 are rejected under 35 U.S.C. 102(b) as being anticipated by Karube 
et al. (WO 01/907228: using US 2003/0113231 as translation). 
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As to claims 1, 3, 11, Karube in a differential spr sensor teaches the following: entering 
collimated light containing a plurality of wavelengths through a dielectric block of a measuring 
unit comprising a thin film layer, and a sample holding structure; whereas, an angle satisfying 
surface plasmon resonance is used; selecting a collimated light via a spectroscope; measuring a 
distribution of optical intensities; whereas, the apparatus comprises a measuring unit of thin film 
layer formed on a dielectric block that interacts with a component of the sample for sensing 
sample, a sample holding structure, illuminating means, wavelength selecting means, a 
spectroscope, an optical detecting means, a CCD which suggests two dimensionality for 
differential sensing is performed for a stepped sample volume is measured (Fig. 2a, Fig. 6). 
6. Claims 1-4, and 11-12 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Johansen (US 2003/0048452). 

As for claims 1-4 and 11-12, Johansen in an imaging spr apparatus discloses entering 
collimated light containing a plurality of wavelengths through a dielectric block of a measuring 
unit comprising a thin film layer that satisfies an angle condition for SPR. The thin film layer 
senses the sample being measured by interacting with it; measuring the distribution of intensities 
of the beam via an area detector; wherein a plurality of collimated beams of different 
wavelengths may be selected with three different detectors for different colors accomplished by a 
measuring unit with a dielectric block and thin film layer; illuminating means, wavelength 
selecting means and two-dimensional optical detecting means, three different area detectors 
(Figs, la and 5). 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 5-10, 13-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johansen (US 2003/0048452) in view of Salafsky (US 2002/0094528). 

As for claims 5-10, 13-16, Johansen discloses everything as above (see claims 3-4 
above). In addition, he discloses that the film layer interacts with a particular component of the 
sample being measured in order to sense it (Figs. 2a and 2c). Also by rotating the angle of the 
light beam to the spr sensor the face of the dielectric block will be orthogonal to the optical axis 
(Fig. 7). In addition, for the terms "serves as said dispersion suppressing structure" this is 
intended use terminology and not given patentable weight. As for dispersion 
compensating/suppressing structures, Johansen is silent. However, Salafsky in surface selective 
optical techniques teaches having dispersion suppression/compensation to minimize the 
dispersion of the light beam (paragraph 0191). Therefore, it would be obvious to one skilled in 
the art to have the system comprise dispersion suppression/compensation structures in order to 
minimize dispersion of light. 

9. Claims 5, 7, 9, 13, and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Karube et al. (WO 01/907228: using US 2003/0113231 as translation) in view of Salafsky 
(US 2002/0094528). 
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As to claims 5, 7, 9, 13, and 15, Karube discloses everything as above (see claim 3 
above). In addition, Karube has the optical axis perpendicular to the entrance (Fig. 2a) and the 
film interacts with the sample for sensing the sample (Fig. 2a). Karube is silent concerning 
dispersion suppressing/compensating structures. However, Salafsky in surface selective optical 
techniques teaches having dispersion suppression/compensation to minimize the dispersion of 
the light beam (paragraph 0191). Therefore, it would be obvious to one skilled in the art to have 
the system comprise dispersion suppression/compensation structures in order to minimize 
dispersion of light. In addition, for the term "serves as said dispersion suppressing structure" this 
is intended use terminology and not given patentable weight. 

10. Claims 17, 23, 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Karube et al. (WO 01/907228: using US 2003/0113231 as translation) in view of Kato et al. 
(4,253,765) and Iwasaki (5,880,833) and Tsuboi et al. (5,973,780) 

As for claims 17, 23, 29, Karube discloses everything as above (see claims 3 and 11 
above). In addition, he discloses a spectroscope (Fig. 6). He is silent concerning a particular 
separating means; a selecting means with a slit; collimation means; and sweeping means. 
However, Iwasaki teaches in a spectrometer that a spectroscope comprises slits, diffraction 
grating for separating spectral components, and a drive section for changing the diffraction angle 
for performing sweeping and selecting the particular wavelength to be detected (Figs. 1 and 3). 
Tsuboi in a spectroscope teaches the collimation of light prior to detection via a collimating 
mirror (Fig. 1). And Kato in a spectrophotometer teaches that a grating or prism may be used for 
separating spectral components (col. 6, lines 50-55). Therefore, it would be obvious to one 
skilled in the art that the spectroscope comprised separating means such as grating or prism with 
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a slit, and collimating means as well as drive means, for spectroscopes comprise grating or 
prisms for spectral separations, slits, collimating means for collimating light to the detector, and 
drive means for changing the angle of the spectral separation means, a grating. 
11. Claims 19, 21, 25, 27, 31, and 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Karube et al. (WO 01/907228: using US 2003/0113231 as translation) in 
view of Salafsky (US 2002/0094528) further in view of Kato et al. (4,253,765) and Iwasaki 
(5,880,833) and Tsuboi et al (5,973,780) 

As for claims 19, 21, 25, 27, 31, and 33, Karube in view of Salafsky discloses everything 
as above (see claims 5, 7, 9, 13, and 15 above). In addition, Karube discloses a spectroscope 
(Fig. 6). He is silent concerning a particular separating means; a selecting means with a slit; 
collimation means; and sweeping means. However, Iwasaki teaches in a spectrometer that a 
spectroscope comprises slits, diffraction grating for separating spectral components, and a drive 
section for changing the diffraction angle for performing sweeping and selecting the particular 
wavelength to be detected (Figs. 1 and 3). Tsuboi in a spectroscope teaches the collimation of 
light prior to detection via a collimating mirror (Fig. 1). And Kato in a spectrophotometer 
teaches that a grating or prism may be used for separating spectral components (col. 6, lines 50- 
55). Therefore, it would be obvious to one skilled in the art that the spectroscope comprised 
separating means such as grating or prism with a slit, and collimating means as well as drive 
means, for spectroscopes comprise grating or prisms for spectral separations, slits, collimating 
means for collimating light to the detector, and drive means for changing the angle of the 
spectral separation means, a grating. 
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Allowable Subject Matter 
12. Claims 18, 20, 22, 24, 26, 28, 30, 32, and 34 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

As to claim 18, the prior art of record, taken alone or in combination, fails to disclose or 
render obvious in a measuring apparatus using attenuated total reflection the particular selecting 
means and sweeping means, in combination with the rest of the limitations of claims 18 and 30. 

As to claim 20, the prior art of record, taken alone or in combination, fails to disclose or 
render obvious in a measuring apparatus using attenuated total reflection the particular selecting 
means and sweeping means, in combination with the rest of the limitations of claims 20 and 32. 

As to claim 22, the prior art of record, taken alone or in combination, fails to disclose or 
render obvious in a measuring apparatus using attenuated total reflection the particular selecting 
means and sweeping means, in combination with the rest of the limitations of claims 22 and 34. 

As to claim 24, the prior art of record, taken alone or in combination, fails to disclose or 
render obvious in a measuring apparatus using attenuated total reflection the particular selecting 
means and sweeping means, in combination with the rest of the limitations of claim 24. 

As to claim 26, the prior art of record, taken alone or in combination, fails to disclose or 
render obvious in a measuring apparatus using attenuated total reflection the particular selecting 
means and sweeping means, in combination with the rest of the limitations of claim 26. 

As to claim 28, the prior art of record, taken alone or in combination, fails to disclose or 
render obvious in a measuring apparatus using attenuated total reflection the particular selecting 
means and sweeping means, in combination with the rest of the limitations of claim 28. 
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Fax/T elephone Numbers 



If the applicant wishes to send a fax dealing with either a proposed amendment or a 
discussion with a phone interview, then the fax should: 

1) Contain either a statement "DRAFT" or "PROPOSED AMENDMENT" on the fax 
cover sheet; and 

2) Should be unsigned by the attorney or agent. 

This will ensure that it will not be entered into the case and will be forwarded to the examiner as 
quickly as possible. 

Papers related to the application may be submitted to Group 2800 by Fax transmission. 
Papers should be faxed to Group 2800 via the PTO Fax machine located in Crystal Plaza 4. The 
form of such papers must conform to the notice published in the Official Gazette, 1096 OG 30 
(November 15, 1989). The CP 4 Fax Machine number is: (703) 872-9306 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Gordon J. Stock whose telephone number is (571) 272-243 1. 
The examiner can normally be reached on Monday-Friday, 10:00 a.m. - 6:30 p.m. 

Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is (703) 308-0956. 



May 31, 2004 
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